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Abstract

When the Plant Variety Rights Act 1987 (‘PVR Act’) was introduced in Australia, followed by its successor the Plant Breeders Rights Act 1994 (‘PBR Act’), one of the key issues raised was the inclusion of selective breeding, mutations derivation by natural processes (subsections 3(3-5) of the PVR Act and section 5 of the PBR Act) as valid subject matter for consideration of PVR and then PBR.

· The validity of these sections has been challenged on a number of grounds including:

· Contrary to the intent expressed in the second reading speech

· Not “inventive” as required by section 5 under section 51(xviii) of the Constitution

· Does not comply with the UPOV Convention

This paper examines these claims and puts forward the conclusion that these are valid subject matters for an application for PVR and now PBR, but that each must then be tested against the specific criteria determining whether a grant should be made in accordance with sections 43 and 44 of the PBR Act 1994 (and its predecessor in the PVR Act 1987).


The definitive case in Australia on the constitutional validity of the Plant Breeder’s Rights Act 1994 and the Plant Variety Rights Act 1987 is the Grain Pool of Western Australia v the Commonwealth and Anor [2000] HCA 14 23 March 2000.

The High Court confirmed that the PVR and PBR Acts were valid under section 51(xviii) of the Constitution by considering the statutes in their entirety.  In a number of places the Joint Judges discussed the concept now in section 5 of the PBR Act
 (and previously in subsections 3(3-5) of the PVR Act
) which provides that plant breeding includes discovery together with selection.  As was noted earlier, this has been an area of controversy since the inception of PVR and was raised again during the introduction of the PBR Bill in 1994.  In 1998 there was further debate in Australasian Science between the Heritage Seed Collectors Australia (HSCA) and the Chief of the CSIRO Division of Tropical Agriculture
, 
.  This will be an ongoing issue as the 

The Action Group on Erosion, Technology and Concentration (formerly Rural Advancement Foundation International (RAFI))
 has challenged the validity of the Australian PBR system because it includes discovery and selection in the definition of “breeding”.  The principle behind ETC’s position, supported by the HSCA in Australia, is that indigenous people and those in developing countries are missing the financial benefits that should rightfully come from the exploitation of their sovereign resources and the commercialisation of their indigenous knowledge.   RAFI and HSCA claim that this is because plant breeders collect specimens from public and community land and then obtain rights over “discoveries” that meet the DUS criteria, without going through an “origination” or “breeding” step.

RAFI wants intellectual property for plants and microorganisms rescinded on the grounds that it encourages predatory practices against farming and indigenous communities and their governments.  In addition RAFI is seeking assistance in challenging this “biopiracy” from WIPO and UPOV where, RAFI says, no constructive action has been forthcoming despite the evidence of wrongdoing.  In fact RAFI claims that WIPO and some governments are reacting to “piracy” by proposing standard or sui generis patent and Plant Breeder Rights (PBR) regimes.  “These regimes will only camouflage the crimes while creating the illusion that the rights of community innovators can be safeguarded by the system that is robbing them
.”

However, lack of recognition of source material should be separated from the question of whether or not intellectual property legislation sufficiently differentiates betweem a new variety and an existing know variety.  

The issue of access to source material and recognition of the holder of plant genetic resources which are not protected by intellectual property rights has been addressed for some major species through the International Treaty for Plant Genetic Resources for Food and Agriculture
 which came into force in June 2004.  It only covers those plant genetic resources listed in its Annex 1 and which are in the public domain and under the management and control of Contracting Parties.  One of the principles of the Treaty is that Intellectual Property cannot be claimed over the plant genetic resources or their genetic parts or components, in the form received under the Treaty.  This is consistent with intellectual property laws such as PBR and patents which require the subject matter to be new and different from that which is in common knowledge, or prior art.  It will not solve the underlying agenda that opposes the inclusion of biological material as subject matter for intellectual property protection.

In relation to the claims by  ETC (RAFI) and others that Australia’s PBR system does not effectively differntiatie betweem an initial selection form the wild and  intellectual it is relevant to examine the issues behind the claims and the potential impact of the Grain Pool judgement on this issue, now that it has been settled that both the PVR and PBR Acts are valid under section 51(xviii).

Selective propagation and discoveries 

 Section 3 of the PVR Act defined a new plant variety as one that had been originated by a person and was distinct, uniform and stable.  Some of the original opposition to the PVR Act related to whether or not selections and discoveries would be eligible as having been “originated by a person”.  The views expressed then and continued in opposition to the new PBR Act are captured by David Godden
 in his submission (which was supported by the Australian Conservation Foundation)
 to the Senate Committee on Rural and Regional Affairs in relation to the 1994 PBR Bill:

 “a principle of patenting is that discoveries cannot be patented.   In plant breeding, this meant that, under the 1987 [PVR] Act, newly discovered plants - including those in the wild - could not be granted PVR.   …In his Second Reading Speech
 the Minister said: “It is not the government’s intent that this legislation apply to selections from a natural or wild environment…it is a scheme for new plant inventions.”   
Godden takes the view that this was forgotten once Australia became a member of UPOV in 1989 when it could then call on the External Affairs powers for the validity of the PVR Act and use Article 6 which accepts a new plant variety “whatever the origin, artificial or natural”
.   However, as seen above, the Grains Pool case has confirmed that the PVR and PBR Acts are valid in their entirety without having to call on the external affairs powers.

In fact closer examination of the early Plant Variety Rights Journals (PVJ) also indicates that Godden is not correct in his claim that discoveries were accepted under PVR and PBR.  The PVR Office was aware that it could not rely on the external affairs powers until Australia had acceded to the UPOV Convention and therefore all rights had to be granted under the section 51(xviii) head of power.  From the beginning it was confirmed in the PVJ that new varieties discovered or selected straight from the wild would not be covered by the PVR Act as they did not meet the requirement of “origination by a person”:  

“Selections from the wild or discoveries are not eligible for PVR per se; if a variety is selected from the wild and grown in cultivation, some selective breeding activity must be carried out over a minimum of four generations.   In the case of natural mutations the applicant must carry our some activity in relation to the specific plants resulting in a variety that is different from the original variety in one or more important characteristics” 
.  
This allowed the PVR system to get off the ground quickly as selective breeding from discoveries was one of the main plant breeding methodologies used in Australian agriculture at the time
.  The acceptance of this process as “plant breeding” was based on the fact that there was significant intellectual effort in a selective breeding process and just because there was not genetic crossing, the intellectual effort was no less significant.  

However there continued to be disquiet about the definition of selective breeding, particularly from RAFI and other opponents of PVR/PBR.   The issue was addressed in a number of PVJs (set out in Table 1) which confirmed the policy position taken in the first edition.

Table 1 - Extracts from PVJ confirming policy on selections

	Date
	PVJ extract

	June 1988

	The basis of selections from introductions is that a large number of variants are introduced and grown in cultivation.   They are selected through several generations until a variety with the required characteristics is identified.   A minimum of four generations is required by the PVR Office for this selection process.

	March 1990

	Selection:

For PVR purposes, selection is the deliberate assessment of a large number of plants to identify those with specific characteristics and eliminate those which do not have the characteristics required.   From the original large number of plants deliberate decisions are made to continue with certain plants and to discard others over several (at least four for PVR) generations until a small number (often only one) of fixed lines remain with the desired combination of characteristics.

A program designed to eliminate unsuitable plants and deliberately choose between plants for particular characteristics is a selective breeding program.  …A selective breeding program can be based on selection between fixed lines or within a heterogeneous ecotype.

The essential difference between characterisation and selection is that in the latter there is a deliberate objective to do more than record characteristics.  There is intellectual input into a decision making process; choice is made between plants and those without the desired characteristics are eliminated from the selection program.   characterisation therefore does not constitute origination by selective breeding.



	Sept 1990

	The pre-existence of plant or genetic material used in new varieties does not prevent PVR from protecting those new varieties.

Collection and discovery are important components but are not, as such, breeding efforts eligible for PVR, and particularly not the “discovery” of another breeder’s variety.   The Second Reading Speech made it clear that the intention of the Act is to provide incentive by rewarding breeding effort and that some human intervention must have taken place.

Discovery and collection only become part of the breeding process when that material is brought into cultivation and is evaluated along with a population of other cultivated plants suited for a similar purpose.




This makes it clear that for the first three years the PVR Office was following a policy consistent with the Second Reading Speech and with the section 51(xviii) concept of invention and intellectual effort.   To clarify the situation legally rather than though administrative policy,  an amendment was made to the PVR Act in 1991
.

1. In 1994 when the new Plant Breeder’s Rights Act was introduced this further confirmed and clarified the situation in section 5:
2. A reference in this Act to breeding, in relation to a new plant variety, includes a reference to the discovery of a plant together with its use in selective propagation so as to enable the development of the new plant variety.  

3. If a plant is discovered by one person but used in selective propagation by another so as to enable the development of a new plant variety, those persons are together taken to be the joint breeders of the new plant variety

The 1994 amendments also addressed the issue of essential derivation, but this only applies if the first variety is protected by PBR and another variety is so close as to be considered “essentially derived” (Sections 40 and 41).  Nevertheless the definition also applies to a variety that may have been “essentially drived” from a selection in the wild. A plant variety is taken to be an essentially derived variety of another plant variety if:

(a) it is predominantly derived from that other plant variety; and 

(b) it retains the essential characteristics that result from the genotype or combination of genotypes of that other variety; and 

(c) it does not exhibit any important (as distinct from cosmetic) features that differentiate it from the other variety. 

· The test of whether the second variety is essentially derived from the first variety rests on the three criteria specified in the PBR Act (see PBR Act section 4):

· it is predominantly derived from the first variety; and 

· it retains the essential characteristics that result from the genotype or combination of genotypes of the first variety; and 

· it does not exhibit any 'important' (as distinct from cosmetic) features that differentiate it from the first variety. 

· The Report
 from the Expert Panel on Plant Breeding indicated that Interpreting these criteria consistently may be problematic as:

· There are no definitions for the terms 'predominantly derived from', 'retaining the essential features of' etc, [an issue for all UPOV countries] 

· There is no definition for the term 'important, more than cosmetic, features' [an issue unique to the Australian PBR Act]  - 'important' would probably be taken to denote significant changes that affect performance, value or place in the market. For example, purple anthers in wheat, which do not affect performance or value of the crop, might fall into the category of a cosmetic feature.
The 1994 legislation, as with the 1987 PVR Act, was still based on the policy that  “discoveries” per se were not accepted as a valid form of origination, in keeping with the intent of the PVR Act Second Reading Speech, and contrary to the interpretation put on by Godden in his submission before the Senate Standing Committee on Rural and Regional Affairs. The principles of “essentially derived” could be used to further strengthen the need for “minimum distance” between varieties and the concept applies equally for those varieties where there is a known breeder and those which have been discovered. If a variety was found to be “essentially derived” from a discovery which does not have an identifiable breeder, then it would not be granted PBR as it is not significantly different from existing varieties of common knowledge. 

Godden and those opposing PVR/PBR appear (deliberately or otherwise) to confuse the concept of discovery, which is the taking of a variety direct from the native environment and applying for PVR, with selective breeding programs which generally entail taking a large number of plants and growing them through a number of generations to select for specific characteristics, and then applying for PVR on the variety so developed that has the desired set of traits.   In their submissions there is no reference to the ongoing confirmation of policy which appeared in the PVJs quoted above.

As already noted, the debate resurfaced in 1998  between HSCA/RAFI and the Chief of the CSIRO Division of Tropical Agriculture.  Bill Hankin, President of HSCA, claimed that Australian scientists were visiting other countries, bringing back seed from valuable crops and claiming them as their own.   The claimants were simply selecting a few samples and claiming them as “inventions” 
,.  In his view discovery and selection did not constitute an invention.   Further, he claimed that the PBR Office should have required comparative trials with the original accession that had been brought into Australia to properly determine the DUS characteristics with the closest known varieties - if that had been done, Hankin says, the new variety would not have been distinct from the original variety.

He also claims that the PBR Office discourages public interest objections to such inappropriate grants of rights as the fees are so “hefty”.

On the other hand, Dr Heij the then Chief of CSIRO Division of Tropical Agriculture argued that selection is a valid form of breeding both legally and ethically since there is significant intellectual effort involved in the process (not just ‘selecting a few samples and claiming them as their own’) and generally significant genetic variation in plants grown in a new environment
.   She noted that the initial variety that HSCA objected to was in fact different in 2 key characteristics from the original accession.

Shortly afterwards in 1998 the PBR Office increased the information required with an application in regard to the origination of the variety
.   Luntz reports that this is much closer to the approach the HSCA and RAFI had been seeking
.  The changes outlined by the PBR Office were administrative and did not arise from any alteration of the Act or the policy in relation to discoveries and selection.  The PBR Office stated that:

 “the additional information in this section will reduce the likelihood of public comments and objection in relation to the origin of the variety.   The applicant will have to indicate how the variety was originated (ie through controlled pollination, open pollination, induced mutation, spontaneous mutation, introduction and selection, seedling selection etc.   The name of the parents and the difference in characteristics between the parents and the new variety are also required along with the breeding procedures and selection criteria used in developing the new variety”. 

Nevertheless, in 1999 RAFI and the HSCA released a report entitled Plant Breeders' Wrongs, documenting 147 suspected cases of institutional biopiracy.  Authorities claimed that these were isolated cases; for example the International Association of Plant Breeders for the Protection of Plant Varieties (ASSINSEL), argued that abuses to the system represent a mere 0.45 percent of all Plant Breeders' Rights granted globally over the past five years, and only 0.15 percent of the samples distributed by the centres in the Consultative Group on International Agricultural Research (CGIAR).  

However RAFI disputes that saying the study focused primarily on 118 Australian claims which amount to 6 percent of all applications made to the Australian PBRO since 1987.  Further HSCA and RAFI claimed that the PBR violations were those which were clearly visible, based on available documentation - a more in-depth and well funded study would likely uncover many more violations.  “The cases highlighted were only the most recent examples of a long line of abuses of 'systemic biopiracy’”.

The timing of the renewed push by HSCA and RAFI was associated with the timing of the initial Grains Pool case in the Federal Court and then the reference to the High Court.  With this constant challenging of the PBR system, twelve years after its introduction, some clarity was required.
The Grain Pool decision

Although not addressing it specifically, the Grain Pool decision goes a long way towards identifying the High Court’s approach to this issue.  Firstly the case confirmed the validity of the legislation under section 51(xviii) after considering the Acts in their entirety. Secondly the Joint Judges discussed the concept of discovery and selection in terms of the intellectual effort that goes into this process to develop a new plant variety, and whether such origination is an invention for the purposes of section 51(xviii) of the Constitution.  The conclusion was that  “the "origination" or "breeding" required respectively by the Varieties Act and the Breeder's Rights Act involves sufficient "intellectual effort" in the sense of that term in Nintendo
.”

The Joint Judgement quotes
 the sections of the PVR and PBR Acts which deem persons who have conducted certain activities to have originated the variety in question.   “In particular, a person who selected a plant variety from a plant population which that person had grown, being a plant variety that was distinguishable, in the sense given by subsection (d) of the definition of "new plant variety" set out above, was to be taken to have originated that variety”.   The High Court does not in any way challenge the validity of those clauses and their relevance to the head of power under Section 51(xviii).

In fact the High Court concluded that
 “the result is that the Varieties Act took as a criterion of operation for valid grant a requirement of novelty in the sense spelled out in these various provisions”, and the position relating to the PBR Act is no different
.

Again at paragraph 67 the High Court noted, without challenge, that "A reference in this Act to breeding, in relation to a new plant variety, includes a reference to the discovery of a plant together with its use in selective propagation so as to enable the development of the new plant variety."

Further in paragraph 72 “breeding is stated to include a reference to discovery of a plant together with its use in selective propagation so as to achieve a result.   The result specified is "to enable the development of the new plant variety".


In paragraph 74 “A person has engaged in breeding in the relevant sense if that person has discovered a plant together with its use in selected propagation so as to enable the development of the new plant variety for which the application is sought”.

CONCLUSION

Although it did not address the issue specifically, the Grains Pool case has provided some insight in relation to the acceptance of discovery and selection as a valid method of “origination by a person” under the PVR, Act and “breeding” under the  PBR Act.  Breeding is defined in section 5 of the PBR Act to include discovery of a plant together with its use in selective propagation so as to enable the development of the new plant variety.   The High Court’s acceptance of these provisions without challenge now puts the onus on the person claiming that the variety is not a new variety because it has not undergone a breeding process, to demonstrate that a selective breeding process has not occurred.   In 1998 the PBRO increased the information required from applicants to demonstrate that adequate selective propagation has occurred in the development of the new variety.   These changes to the application will help deflect objections, although there still may be future legal challenge to better define “selective propagation”.

With all legislation there is a degree of uncertainty as to how the courts will interpret specific provisions, and although Grain Pools has significantly improved the situation in relation to the interpretation of section 51(xviii) of the Constitution, particularly as it applies to Plant Breeder’s Rights legislation, there will always be additional areas of challenge when commercial interests are at stake the balance between  public versus private interests  is being tipped one way or the other.

This is demonstrated by the ongoing challenges that Cultivaust has mounted in relation to inconsistency between state Statutory Marketing legislation and Commonwealth legislation including the Plant Breeders Rights Act. If actions in other countries are any guide, this is only the beginning of litigation in Australia in relation to plant breeding.
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